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Problem predmetu ochrany

= Zdrojovy kod, strojovy kod, algoritmy
= Dvoji povaha software — hybrid
= Literarni a neliterarni slozka (funkcni)
= |dea X Expression Dichotomy
= + rozlisovani software / pocCitaCovy program
= Co ajak vlastne chranit?
= Vyjadreni?
= Funkce? (SAS v WPL)
= Je funkcionalita chraneéna autorskym pravem?
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Zkoumani originality software

= Dle Ceského prava — puvodnost (originalita)

= _Kriteria uplatnovana pri zjiStovani, zda pocitacovy
program je nebo neni puvodnim dilem, by nemela
obsahovat zadne kvalitativnhi hodnoceni nebo

posuzovani estetickych viastnosti programu.” Bod 8
oduvodnéni 32009L0024

= Merger doktrina (?) BSA
= abstrakcné-filtracné-komparacni test — ne prilis uspésna,
vedla k patentovani software v USA
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Srovnani
Autorske pravo

Dilo literarni
Originalni dilo — vlastni
dusevni vytvor

Objektivné vnimatelna
podoba

Asimilaéni rezim (&l. 5 BU)

Patentové pravo
= Computer-implemented
Invention

= Reseni technického
problému

= Ochrana pfi uziti v
obchodnim styku

= Teritorialni ochrana, ale
usnadnény zpusob jejiho
ziskavani
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Pojmoslovi

= PocitaCovy program

* Vynalez realizovany pocitacem — Computer implemented
Invetion (EU — CR)

= Softwarovy patent (USA)
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Co je vynalez?

= Technicky charakter — reseni technického problemu
= Neni definice
- CR — metodické pokyny + judikatura
= EPO — Instrukce pro provadéni pruzkumu +
rozhodnuti odvolacich senatu
= Ne Ciste abstraktni Cinnosti
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Co je patent?

= Ochrana vynalezu
= Duty to disclose => Exclusive Right

= Myslenka => Technicky vyuzitelny vynalez => Ochrana
patentem

= NECHRANI MYSLENKY - chrani funkci
= Patentové naroky urcuji rozsah ochrany
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Podminky patentovatelnosti

= Zpusobily pfedmét — vynalez

= Metoda uskuteCnéna pocitacem nebo jinym zarizenim
za pomoci pocitacoveho programu

= Pocitac (Ci jiné zarizeni) naprogramovane K
uskuteCneni metody

= PocitaCem pouzitelné médium obsahujici pocCitacovy
program, jehoz beh uskutecnuje urcitou metodu

= PocitaCovy program sam o sobég, ktery je zpusobily
vyvolat dostateCny technicky efekt pri svém behu na
pocitaci

HLAVATY, Dusan. Patentovatelnost po&itadovych program(i [online]. Brno, 2015 [cit. 2018-05-18]. Dostupné z:
<https://is.muni.cz/th/w099g/>. Diplomova prace. Masarykova univerzita, Pravnicka fakulta. Vedouci prace Maté&j Myska. S. 19.
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Podminky patentovatelnosti

= Novost — nezpristupneno verejnosti

= Prumyslova vyuzitelnost — vyrobit nebo uzit v jakémkoliv
odvétvi prumyslu

* (Jediny vynalez, nebo jedina vynalezecka myslenka)

= (UskutecCnitelnost na zaklade popisu)

= Nejedna se o vylouceny predmet (moralka, verejny
poradek)

HLAVATY, Dusan. Patentovatelnost po&itadovych program(i [online]. Brno, 2015 [cit. 2018-05-18]. Dostupné z:
<https://is.muni.cz/th/w099g/>. Diplomova prace. Masarykova univerzita, Pravnicka fakulta. Vedouci prace Maté&j Myska. S. 19.
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Podminky patentovatelnosti

= Vysledek vynalezecke Cinnosti
* Problem-and-solution approach

1. Identifikace nejblizsiho stavu techniky (na zaklade
popisu vynalezu a technickych prvku) a porovnani s
vynalezem — stav techniky zahrnuje i beznou znalost

Pokud nejsou rozdily — neni novy

Pokud jsou rozdily netechnického charakteru —
nezahrnuje vynalezeckou Cinnost

HLAVATY, Dusan. Patentovatelnost po&itadovych program(i [online]. Brno, 2015 [cit. 2018-05-18]. Dostupné z:
<https://is.muni.cz/th/w099g/>. Diplomova prace. Masarykova univerzita, Pravnicka fakulta. Vedouci prace Mat&j Myska. S. 21.
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Podminky patentovatelnosti

= Vysledek vynalezecke Cinnosti
* Problem-and-solution approach

2. Formulovani objektivniho technického problému
reseneho vynalezem

Nutna identifikace technickych ucinku vynalezu
vyvolané technickymi prvky odlisujici vynalez od stavu
techniky

Jak je nutno modifikovat souCasny stav techniky, aby
bylo dosazeno téch technickych udinku, kterymi se
pfihladovany vynalez lii? Redeni musi byt pravé
prinlasovanymi technickymi prvky.
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Podminky patentovatelnosti

= Vysledek vynalezecke Cinnosti

* Problem-and-solution approach

3. Zrejmost

Vyplyva to ze stavu techniky odbornikovi?

Pouha automatizace ukolu je zrejma.

Pokud ano: neni vysledkem vynalezecke Cinnosti
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Patentovatelnost — €l. 52 Evropské patentové umiuvy

(1) Evropské patenty se udéluji na vynalezy ve vSech oblastech techniky, pokud
jsou nové, zahrnuji vynalezeckou ¢innost a jsou pramyslové vyuzitelné.

(2) Za vynalezy ve smyslu odstavce 1 se nepovaZzuji zejména:

(a) objevy, védeckeé teorie a matematické metody;

(b) estetickeé vytvory;

(c) plany, pravidla a zpusoby vykonavani dusevni ¢innosti, hrani her nebo
vykonavani obchodni €innosti, jakoz i programy pocitacu;

(d) podavani informaci.

(3) Ustanoveni odstavce 2 vylu€uji patentovatelnost predmétu nebo Cinnosti
uvedenych v tomto ustanoveni pouze pokud se evropska patentova prihlaska nebo
evropsky patent tykaji tohoto pfedmétu nebo €innosti jako takovych.

Cl. 27 TRIPS ! patentova ochrana = vdem druhGim vynalez{i ve viech oblastech
techniky
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Podminky patentovatelnosti

= Zpusobily pfedmét — vynalez

= Metoda uskuteCnéna pocitacem nebo jinym zarizenim
za pomoci pocitacoveho programu

= Pocitac (Ci jiné zarizeni) naprogramovane K
uskuteCneni metody

= PocitaCem pouzitelné médium obsahujici pocCitacovy
program, jehoz beh uskutecnuje urcitou metodu

= PocitaCovy program sam o sobég, ktery je zpusobily
vyvolat dostateCny technicky efekt pri svém behu na
pocitaci

HLAVATY, Dusan. Patentovatelnost po&itadovych program(i [online]. Brno, 2015 [cit. 2018-05-18]. Dostupné z:
<https://is.muni.cz/th/w099g/>. Diplomova prace. Masarykova univerzita, Pravnicka fakulta. Vedouci prace Maté&j Myska. S. 19.



PRAVNICKA
FAKULTA
Masarykova univerzita

Je nutno odlisit pocCitacovy program jako takovy od vynalezu
realizovaneho pocCitacem

VYNALEZ
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Cli

= PocitaCovy program (jako takovy) neni vynalez
= Vynalez realizovany pocitacem je:
= Metoda uskuteCnéna pocitacem nebo jinym zarizenim
za pomoci pocitacoveho programu
= Pocitac (Ci jiné zarizeni) naprogramovane K
uskuteCneni metody
= PocitaCem pouzitelné médium obsahujici pocCitacovy
program, jehoz beh uskutecCnuje urcitou metodu
= PoditaCovy program sam o sobé, ktery je zpusobily
vyvolat dostateCny technicky efekt pri svém behu na
pocitaci
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T 0208/84 — Computer-related invention 15. 6. 1986

= Metoda a pristroj na vylepseni zpracovani digitalnich
obrazku => snizeni pocCtu vypoctu k zobrazeni a
zpracovani obrazku

= Posuzovana patentovatelnost metody digitalniho
filtrovani uskuteCnené pocitacovym programem
pouzivajicim matematickou metodu a dale
patentovatelnost zarizeni uskutecnujiciho tuto metodu

= Forma CII:

= metoda uskutecnéna pocitacem pomoci pocitacoveho
programu

= pocitaC naprogramovany k uskutecneni urciteé metody
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T 0208/84 — Computer-related invention 15. 6. 1986

Zamitnuto prazkumovym oddélenim

1) Matematicka metoda, ktera je vyloucCena
z patentovatelnosti podle EPC;

2) Provedeni narokované metody pomoci pocitacoveho
programu, ktery bezi na obyCejném znamem pocitaci,
nemuze byt povazovano za vynalez podle EPC



T 0208/84 — Computer-related invention 15. 6. 1986

= Board of Appeals — overrule
= K CIl ve formé metody:

= 52 odst. 2 pism. a) a odst. 3 EPC — matematicka metoda
a technicky proces, ktery ji vyuziva a technickymi
prostfedky pusobi na zménu entity - obrazku

= 52 odst. 2 pism. ¢) a odst. 3 EPC — neni pozadovana
ochrana pro pocitaCovy program jako takovy — ten
soucasti technického procesu

= ,,Technicky efekt“ — vliv na objekt (fyzickou entitu ve
forme signalu — obrazek), zména fyzického stavu

= Zmena na entité = obrazek = technicky efekt
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T 0208/84 — Computer-related invention 15. 6. 1986

= Board of Appeals — overrule
= K CIl ve formé pocitace uskutecCnujicino metodu:

= Pocitac nastaveny tak, aby dle pocCitacového programu
kontroloval nebo vykonaval technicky proces — je
patentovatelné
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T 0208/84 — Computer-related invention 15. 6. 1986

I. Even if the idea underlying an invention may be considered to reside
in a mathematical method a claim directed to a technical process in
which the method is used does not seek protection for the mathematical
method as such.

Il. A computer of known type set up to operate according to a new
program cannot be considered as forming part of the state of the art as
defined by Article 54(2) EPC.

Ill. A claim directed to a technical process which process is carried out
under the control of a program (whether by means of hardware or
soft);vare), cannot be regarded as relating to a computer program as
such.

IV. A claim which can be considered as being directed to a computer
set up to operate in accordance with a specified program (whether by
means of hardware or software) for controlling or carrying out a
technical process cannot be regarded as relating to a computer
program as such.

https://www.epo.org/law-practice/case-law-appeals/recent/t840208ep1.html
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T 1173/97 — Computer program product/IBM |
1. 6. 1998

= Asynchronous resvnchrpnization of a commit procedure” -
metoda pro obnovu zdroju

Cll forma: metoda realizovana pocitacem a pocitac k realizaci
+ medium, na kterém byla ulozen

= Vynalez = Technicky charakter
= Dosahuje technického efektu
= Je potreba technickych uvah

= "a computer program product is not excluded from
patentability under Article 52(2) and (3) EPC if, when it is run
on a computer, it produces a further technical effect which
goes beyond the "normal” physical interactions between
program (software) and computer (hardware)”
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T 935/97 — Computer program product/IBM II

Method and system in a data processing system windowing
environment for displaying previously obscured information

TRIPS &l. 27 patentova ochrana = vSem druhim vynalezu ve vSech
oblastech techniky

PocitaCové programy = netechnicky charakter z toho prostého duvodu,
Ze jsou to pocCitacové programy, ale jsou takove, které maji

,Kazdy pocitaCcovy program sam o sobe dokaze vytvorit néjaky
technicky efekt v entité, na kterou pusobi (ve formé elektrického proudu,
tranzistoru, které se spinaji atd.), nemuze to slouzit jako kritérium

k odliSeni pocitaCovych programu s technickym charakterem (tedy ClIl)
a pocitaCovych programu ,jako takovych®.”

Nutna podminka = potencial zpUsobit ve vnéjSim svété ,SirSi technicky
efekt”, ktery jde za mez normalni interakce hardwaru a softwaru

SCHEUER, Jan. Revue pro pravo a technologie, Patentovatelnost
pocCitaCovych programu - evropska perspektiva, €. 8, str. 14.
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T 258/03 — Auction Method/Hitachi (21. 4. 2004)

“*Automatic auction method”

Holandska drazba — automatizace drazby — neni nutna pritomnost
uzivatele

Prvotni uvahy: spada predmét pod pojem vynalezu?

Pokud ano, az pak nutno zkoumat dalsi podminky, a hlavne — nelze
vyloucCit na zakladeé odst. C. 2

Ne pocitaCove programy jako takove, ale vynalezy realizované
pocCitacem
Technicky charakter Ize odvodit z:

= Z hmotnych znaku

= Z povahy vykonavane aktivity
Netechnicka aktivita maze ziskat technicky charakter uzitim
technickych prostfedku (pocCitace), ale ne nutné

ALE skoncilo na nedostatku vynalezeckeé Cinnosti




PRAVNICKA
FAKULTA
Masarykova univerzita

T 258/03 — Auction Method/Hitachi (21. 4. 2004)

r

= "What matters having regard to the concept of "invention’
within the meaning of Article 52(1) EPC is the presence
of technical character which may be implied by the
physical features of an entity or the nature of an activity,
or may be conferred to a nontechnical activity by the use
of technical means. Hence, (...), activities falling within
the notion of a non-invention "as such"” would typically
represent purely abstract concepts devoid of any
technical implications."

https://www.epo.org/law-practice/case-law-appeals/recent/t030258ep1.html



T 258/03 Auction method/HITACHI

= |. A method involving technical means is an invention
within the meaning of Article 52(1) EPC (as distinguished
from decision T 931/95-Controlling pension benefits
system/PBS PARTNERSHIP)(see points 4.1 to 4.4 of the
reasons).

= |I. Method steps consisting of modifications to a business
scheme and aimed at circumventing a technical problem
rather than solving it by technical means cannot
contribute to the technical character of the subject-matter
claimed (see point 5.7 of the reasons).
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T 0914/02 — General Electric Company
12. 6. 2005

=  Optimalizace vkladani palivovych Clanku do jaderného
reaktoru®

= Technicky charakter se musi vztahovat ke zpusobu
realizace vynalezu

= Ne vynalezy, které maji technicky charakter, ale jsou
realizovany vylucneé pomoci myslenkoveho procesu

= (= nutno posuzovat jako celek, tj. technické i netechnické
prvky v prihlasce= whole approach)




PRAVNICKA
FAKULTA
Masarykova univerzita

T 0914/02 — General Electric Company
12. 6. 2005

= Having technical character is an implicit requirement of
the EPC to be met by an invention within the meaning of
Article 52(1) EPC. The involvement of technical
considerations, however, is not sufficient for a method
which may exclusively be carried out mentally to have
technical character. Technical character may be provided
through the technical implementation of the method,
resulting in the method providing a tangible, technical
effect, such as the provision of a physical entity as the
resulting product or a non-abstract activity, such as
through the use of technical means.

https://www.epo.org/law-practice/case-law-appeals/recent/t020914eu1.html
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T 1326/06 - Giesecke & Devrient

= pocitatem realizovana metoda uréeni Sifrovacich klicu v
ramci RSA Sifrovaci metody vypoctem modularni inverze
urcitych hodnot na zaklade matematické metody —
Prizkumové oddéleni — pouze metoda — abstraktni
nepatentovatelne



T 1326/06 — BoA

= zajisténi bezpecné vymeny elektronickych zprav =
technicky problém
= RSA metoda feSi pomoci matematickych prostredku =
technicky ucCinek
= Metoda Sifrovani/desifrovani nebo podepisovani
elektronickych zprav pouzivajici RSA metodu = technicky
proces i kdyz zalozena na matematickych metodach.

= T1326/06
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T 1326/06 — BoA

= Verfahren zum Verschliisseln/Entschliisseln oder
Signieren von elektronischen Nachrichten mussen als
technische Verfahren gelten, selbst wenn sich diese
wesentlich auf mathematische Verfahren stitzen”

= https://www.epo.org/law-practice/case-law-
appeals/recent/t061326du1.html Verfahren stutzen
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T 0424/03 — Clipboard formats I/MICROSOFT
23. 2. 2006

= Data transfer with expanded clipboard formats

* The claim category of a computer-implemented method
is distinguished from that of a computer program. Even
though a method, in particular a method of operating a
computer, may be put into practice with the help of a
computer program, a claim relating to such a method
does not claim a computer program in the category of a
computer program.

= Technicky efekt — i k mediu
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Shrnuti

= Algoritmus — abstraktni navod jak nakladat s Cisly

» Pokud ale pusobi na entitu — muze dosahovat technicky
efekt
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Technical effect

no further technical

further technical effect
effect

aesthetical effects of

control of a brake in a car : .
music or a video

faster communication new rules for
between mobile phones an auction scheme

secure data transmission selling and booking sailing

(encryption of data) cruise packages
resource allocation in an calculation of a pension
operating system contributions

As defined in: MACHEK, Jérg. Computer Implemented Inventions at the EPO
Available at: http://www.pks.rs/SADRZAJ/Files/Biro%?20za%20saradnju%20sa%?20EU/
Inovacije%20u%?20kompjuterskoj%?20tehnici%20u%?20EPZ.pdf



DALSI PODMINKY
PATENTOVATELNOSTI
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Novost — ¢l. 54 EPU

= (1) Vynalez se povazuje za novy, neni-li soucasti stavu
techniky.

= (2) Stav techniky obsahuje vsechno, co bylo
zpristupneno verejnosti pisemnym nebo ustnim popisem,
vyuzivanim nebo jinym zpusobem pfede dnem podani
evropské patentové prihlasky.

= Cl. 55 - pfedzvefejnéni
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Vynalezecka éinnost — &l. 56 EPU

= Vynalez se povazuje za vynalez zahrnujici vynalezeckou
cinnost, jestlize pro odbornika nevyplyva zrejmym
zpusobem ze stavu techniky.
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Prizkum — modifikovana
»problem and solution® - metoda

1. ldentifikace ,nejblizsiho stavu techniky”

- Odbornik v oboru

- Popsany stav

- VSe pred podanim prihlasky

- Roztrideni ,technické” a ,netechnicke” znaky

- Rozdil mezi identifikovanym stavem a pfihlaskou
- Zadny = absence novosti
- Rozdil nema technicky charakter = absence

vynalezecké Cinnosti, byt je reSeni nove

Pouze pokud — uréeni zpusobeného technického efektu,
ktery zpusobuiji



PRAVNICKA
FAKULTA
Masarykova univerzita

Pokracovani

2. Formulace ,cilového technického problému®

- jak se upravi nejblizsi zjisteny stav techniky tak, aby bylo
dosazeno identifikovaneho rozdilného technického
efektu

3. Posouzeni zrejmosti - pokud toto nevyplyva odbornikovi
ze stavu techniky = PATENT
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T 1539/09 — Programmiersystem/RENNER
18.7.2013

= Patentova ochrana programovaciho jazyka a IDE
= Pocitacovy system jako technicky prostredek
= Vynalezecka Cinnost NE

= Snizeni komplikovanosti programovani — nejedna se o
reseni technického problemu

= + grafické zobrazeni Casti programu = bézneé
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Patentovatelnost

Die Tatigkeit des Programmierens - Iim Sinne des
Formulierens von Programmcode - ist ein mentaler
Vorgang, wenigstens soweit sie nicht im Rahmen einer
konkreten Anwendung oder Umgebung in kausaler Weise
der Erzielung einer technischen Wirkung dient. Die
Definition und Bereitstellung einer
Programmiersprache per se tragt daher nicht zur Losung
eines technischen Problems bei, selbst wenn die Wahl der
programmiersprachlichen Ausdrucksmittel dazu dient, den
mentalen Aufwand des Programmierers zu reduzieren
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Pramyslova vyuzitelnost — &l. 57 EPU

* Vynalez se povazuje za prumyslové vyuzitelny, muze-li
Jjeho predmet byt vyraben nebo uzivan v jakemkoli
odvétvi prumyslu vcetne zemédélstvi.



K dalSim kritériim — primyslova vyuzitelnost
= PocitaC prumyslovy vyrobek
= metoda, ktera je pod jeho
kontrolou vykonavana, byla bez

dalsiho povazovana za
prumyslove vyuzitelnou
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+ Pochopitelnost (Cl. 83)

= \ypis programu (,program listing”) - nedostacujici
= Ani zdrojovy kdd — neni popis podstaty vynalezu
= Obecné ideje — jak to funguje

= Zverejneni podstaty vynalezu, tak aby byl odbornik
schopen zopakovat
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Podstatné znaky

= Nutno zahrnout vSechny podstatné znaky
= Z toho se dovozuje technicky efekt
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Jinseok Park: Has Patentable Subject Matter Been Expanded? -A Comparative Study on Software Patent Practices in the
European Patent Office, the United States Patent and Trademark Office and the Japanese Patent Office. I. J. Law and
Information Technology 13(3): 336-377 (2005), p. 341.

Case Claimed Invention Main Holding Patentable
Koch & Sterzel A data processing unit to control x-ray | - ‘An invention must be assessed as a whole. The use of Yes
X-ray Apparatus apparatus to achieve optimum exposure | non-technical means does not detract from the technical
T 0026/86 - 3.4.1 whileprotecting against overloading of | character of the overall teaching.’
the x-ray tubes - ‘If the computer program controls the operation of a
conventional general-purpose computer so as technically
E P78 1 O 1 ]. 98 to alter its functioning, the unit consisting of program
and computer combined may be a patentable invention’
Vicom A method of digitally processing images | ‘Even if the idea underlying an invention resides in a Yes
Digital Image in the form of two-dimensional data mathematical method, the invention may be patentable
Processing array having elements in rows and so long as the claim is directed to a technical process and
T 0208/84 - 3.5.1 columns. .. does not seek protection for the mathematical method as
such.’
IBEM A method for automatically detecting ‘The processing of abstract data, for a non- technical pur- | No
Text Processing and correcting contextual homophone | pose, by means of computer programs running on con-
T 65/86 - errors in a text document. .. ventional hardware’ is not patentable.
Sohei A method for processing of both finan- | ‘An otherwise patentable computer program would not | Yes
General-purpose cial and inventory data in a system which | be rejected merely because of additional features that are
Management System | used a single, common form, ‘transfer excluded under Article 52 (2) of the EPC.”
User Interface slip’, which was displayed to the user on
T 769/92-3.5.1 a computer screen for the input of data
Phallips A picture retrieval system comprising a | ‘A record carrier characterised by having functional data | Yes
Picture Retrieval record carrier and a read device, a recorded thereon is not a ‘presentation of information as
Svstem coded picture composed of .. . such’ and hence not excluded from patentability.’

T 1194,/97
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Jinseok Park: Has Patentable Subject Matter Been Expanded? -A Comparative Study on Software Patent Practices in the
European Patent Office, the United States Patent and Trademark Office and the Japanese Patent Office. I. J. Law and
Information Technology 13(3): 336-377 (2005)

p. 342.
Case Claimed Invention Main Holding Patentable
IEM A computer program product stored on | - “A computer program is not excluded from Yes
Recovery from a computer usable medium, comprising | patentability, irrespective of whether it is claimed by itself
Resource Failure computer program means for causing or as a record on a carrier.’
T1173/97 the computer to control .. .. ‘A computer program is within the definition of Article

52 EPC if the program is capable of bringing about a

‘further technical effect’ going beyond normal physical

effects when running on a computer.’
PBS Partnership A method of controlling a pension ‘Specifying the technical means for a purely No
Controlling Pension benefits program by administering at non-technical purpose and/or for processing purely
Benefit Systems least one subscriber employer non-technical information does not necessarily confer a
T931/95-3.5.1 account. .. technical character on any such individual step of use or

on the method as a whole.”
COMVIK GSM type mobile telephone systems The features that make no technical contribution cannot | No
Two ldentities involving subscriber identity modules be considered for the assessment of inventive step of the
T 641/00 that are inserted by a user into his invention

mobile unit to activate service in the
respective telephone system by a
subscriber identity IMSI




PRAVNICKA
FAKULTA
Masarykova univerzita

Typicky

= EPO/71280 — ,ABS" patent

- METHOD AND SYSTEM FOR DETECTING THE
PROPER FUNCTIONING OF AN ABS CONTROL
UNIT UTILIZING DUAL PROGRAMMED
MICROPROCESSORS




CESKA REPUBLIKA



K PATENTOVATELNOSTI
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CR
= Zakon ¢&. 527/1990 Sb.

= § 3 odst. 2 — k patentovatelnosti

= §§ 5, 6, 7 — k novosti, vynalezecké Cinnosti a prumyslové
vyuzitelnosti
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= Vynalezy
= Provedeni obsahuje pouziti
PocitaCe
Pocitacove site
Jiné programovatelné zarizeni

= Se znaky CasteCne nebo zcela realizovanymi
pocitaCovym programem
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Ceské softwarové patenty

= Patent €. 294058 na vynalez o nazvu ,Zpusob
vyhledavani informaci a zobrazeni vysledku vyhledavani
s pravem prednosti ode dne 19.4.2002
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= V/ patentovych narocich 1 az 19 se jedna o vyhledavani a
zobrazovani vysledku vyhledavani informaci o vyrobcich
a sluzbach v mnoha urovnové databazoveé strukture, tj.

= zpusob komunikace mezi programy a daty
Vv pocitacovem procesoru tak, aby nekolik aplikacnich
programu fyzicky ulozenych na ruznych mistech mohlo
byt opakované spusteno v jeden okamZzik.
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= Tento zpusob nereSi problém zautomatizovani zpusobu
vykonavani dusevni cinnosti, 1. pouhe vyhledavani
informaci jako takove, nybrz technicky problém, jehoz
ucelem je co nejrychlejsi a nejefektivné[si nalezeni co
nejpresnéjsiho vysledku bez nutnosti zadavani pomerne
presnych nazvu jednotlivych zadavanych parametru a
bez uziti prednastavenych logickych operatort s tim, ze
Jje umoznéeno v urcité fazi vyhledavani rozhodnout o
dalsim smeru vyhledavani zasahem z vnéjsku.
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= Je nesporné, ze v tomto pripade je pracovhim
predmetem mnoha urovnova databazova struktura, v niz
Jsou informace vyhledavany, nastrojem technicke povahy
Jsou prostredky komunikace mezi aplikachimi programy
a daty v pocitacovem procesoru, podminkami postupu
Jsou zadane vstupni parametry vyhledavani, pricemz
vysledkem je urceni a zobrazeni uzlovéeho bodu
kategorii, ktery je na nejnizZsi spolecne urovni stromove
struktury, do které vstupuji na nejblizsi nizsi urovni
stromové struktury nejmene dve relevantni kategorie
stromové.
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Vztah EPC a narodni upravy

= EPC - de facto harmonizace pravni upravy patentu (CZ,
DE, FR, UK)

= EPC a souvisejici judikatura => zaklad pro posouzeni
narodnich prihlasek
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A
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To promote the Progress of Science and useful Arts, by
securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries.

Article 1, section 8 United States Constitution:



PRAVNICKA
FAKULTA
Masarykova univerzita

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any
new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this
title.

Section 101 of title 35, United States Code
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Patentability

Statutory « NOT Laws of nature
subject < |* NOT Natural phenomena
matter « NOT Abstract Ideas

Utility {  Usefulness — real world use

Novelty { « § 102 — not known before

~ . .
Non- < « § 103 - obvious to a person having
: ordinary skill in the art at the time the
obviousness iInvention was made

-
Disclosure {
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PREHLED
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Software Patents

= http://www.qgoogle.com/patents/US6985875




Softwarove patenty

" |n plain English: Take
photos of a race, tag and
sort by bib number and
date, and search for photos
based on that tag via the
Internet. That's It.
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Prehled

= Rozhodnuti
= Benson (not patentable), Flook (not patentable), Diehr (patented)

= + Alappat — patented

1960s-70s: No Protection if Invention Used a Calculation Made by a
Computer;

1980s: The Supreme Court Says Some Computerized Inventions
are Patentable;

1990s: The Federal Circuit Says Almost All Software is Patentable;
Street Bank

2000s: The Federal Circuit Starts Pulling Back;

2010s: Supreme Court Steps Back In. In re Bilski

Source: https://www.bitlaw.com/software-patent/history.html
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Jinseok Park: Has Patentable Subject Matter Been Expanded? -A Comparative Study on Software Patent
Practices in the European Patent Office, the United States Patent and Trademark Office and the Japanese
Patent Office. I. J. Law and Information Technology 13(3): 336-377 (2005),

p- 359
Case Claimed Invention Main Holding Patentable
Benson, Gottschalk A method of programming a general - A Mathematical algorithm itself is not patentable. | No
v. Benson, 409 U.S. 63, | purpose computer to convert binary-coded - To be statutory, there must be a ‘physical
175 USPQ 673 (1972) | decimal (BCD) numerical information into embodiment or a transformation and reduction of
binary numbers an article to a different state or thing’
Flook, Parker v. Flook, A computerised method of continuously ‘An algorithm cannot support a patent unless No
437 U.S. 584, 198 updating alarm limits in a process for the there is some other inventive concept in its
USPQ 193 (1978) catalytic conversion of hydrocarbons application.’
Diehr, Dhamond v. A method of operating a rubber-molding - ‘A claim drawn to subject matter otherwise Yes
Diehr, 450 U.S. 175, press by using Arrhenius equation to control | statutory does not become non-statutory simply
209 USPQ 1 (1981) the cure time of synthetic rubber because it uses a mathematical formula, computer
program or digital computer.’
- ‘An application of a law of nature or mathemati-
cal formula to a known structure or process may
well be deserving of patent protection.’
- The claimed invention should be considered as a
whole in determining the patentability.
Alappat, 33 F. 3d 1526, | A rasterizer which processes a digitally - ‘The determination of patentable subject matter | Yes

31 USPQ 2d 1545
(Fed. Cir. 1994)

sampled input wavetorm to provide
anti-aliased pixel illumination intensity data
for display on the screen of an oscilloscope

should comply with the primary authorities, i.e.,
the statutory language of Section 101 and the
trilogy of Supreme Court decisions, Benson, Flook,
and Diehr.’

- ‘A general purpose computer in effect becomes a
special purpose computer once it is programmed
to perform particular functions pursuant to
instructions from program software.’
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Jinseok Park: Has Patentable Subject Matter Been Expanded? -A Comparative Study on Software Patent Practices in the
European Patent Office, the United States Patent and Trademark Office and the Japanese Patent Office. I. J. Law and
Information Technology 13(3): 336-377 (2005),

p. 358
Case Claimed Invention Main Holding Patentable
Lowry, 32 F. 3d 1579 A data structure that organised the ‘Lowry’s [data structures] do not represent merely | Yes
(Fed. Cir. 1994) information in a database according to an underlving data in a database. [ These structures]
attributive data objects (ADOs) contain both information used by application
programs and information regarding their
physical interrelationships within a memory. ...
Thus, Lowry's claims define functonal
characteristics of the memory.’
Beauregard, 32 F.3d at | An article of manufacture comprising a “The printed matter doctrine has no relevance toa | Yes
1583, 32 USPQ 2d at | storage device, such as floppy diskette or claimed invention which required that the
1034 CD-ROM, encoded with machine-readable information stored in a memory be processed not
software code for implementing an algorithm | by the mind but by a machine, the computer.’
State Street, State 5. A “hub and spoke’ system for an - The ‘mathematical algorithm’ exception has litde | Yes
Bank & Trust Co. v. administrator to monitor and record the applicability and the ‘business method’ exception
Signature Fin. Group, financial information flow and to make all cannot be applied to Section 101 determinations
Inc., 149 F.3d 1368 calculations necessary for maintaining a - “The question of whether a claim encompasses
(Fed. Cir. 1998) partner fund financial services configuration | statutory subject matter should not focus on the
categories of the claim but rather on its practical
utility. An invention is patentable if it produces a
‘useful, concrete and tangible result™
At ST, ATET Corp. v. | A method for ‘generating a message record The requirement that a claimed method must Yes
Excel Communications, | for an inter-exchange call’ and recording to | accomplish a ‘physical transformation’ and be
Inc. 172, F.3d 1352 whom the call should be billed ‘applied to or limited by physical elements’ was
(Fed. Cir. 1999) abolished




Alice Corp. v. CLS Bank International
PATENTY
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Patent Law. Think of it
3s basebd|l; softball,

Hardball. Moneyball.

You have
@ef around
all he bases...

Translation,
American
to rest-of -world:
(1)Sufficient
i (2)Novel
| (3)Inventive step
(4) Industrially
applicable.

Nonobvious(3)

.but the ball

- the INVENTION -
3lso has fo be !
in the strike zone.

The Alice case is about the strike zone.
If wenf to fhe US Supreme Court because
ﬂ hadn't said anything | user-’ul on the
sfm e zone For sofFfware m ears...
AND, well, they still haven't real y said
anything useful.

Strike z,ne:
Patent eligibless)

o

Rest-of-world:
(5)Subject-matter
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United States District Court for the District of Columbia

= A method “directed to an abstract idea of employing an
intermediary to facilitate simultaneous exchange of
obligations in order to minimize risk” is a “basic business
or financial concept,” and that a “computer system
merely ‘configured’ to implement an abstract method is
no more patentable than an abstract method that is
simply ‘electronically’ implemented.”
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United States Court of Appeals for the Federal Circuit

= “computer-implemented inventions like Alice's are
patent-eligible under § 101 unless it is “manifestly
evident” that the claims are about an abstract idea; that
Is, “the single most reasonable understanding is that a
claim is directed to nothing more than a fundamental
truth or disembodied concept, with no limitations in the
claim attaching that idea to a specific application.”

= En banc appeal
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En banc rehearing

To untie the
Gordian knof, ... meef the
it's Judges to Federal
the rescue! Circuit:

I3S pages.
10 judges.

& opinions.
But wait!

of agreement

(this patent
is 0ead)!

"if all of these claims,
including the system claims,
are not patent-eligible, this
case Is the death of hundreds
of thousands of patents,
including all business method,
financial system, and
software patents as well as
many computer implemented
and telecommunications
patents.”

Circuit Judge Moore
Not patentable
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By Phil Roeder (Flickr: Supreme Court of the United States) [CC-BY-2.0
(http://creativecommons.org/licenses/by/2.0)], via Wikimedia Commons
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= Jednomysiné 9-0

= “Merely requiring generic computer implementation fails
to transform an abstract idea into a patent-eligible
invention”

Konec patentovych trollu

7

Enter the Suoreme . Cowrt:
Wise, majesﬁg omnipotent... EXACTLY like baseball.

... 38and
COMPLETELY IGNORING
7l the software train wreck
issue. Meamng; interpref
with all the bigses of
the team you support.
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Inspirace

» Bilski v. Kappos (2010)
= Hedging — obecna metoda zajisteni

= “Bilski's application, seeking a patent on a method for
hedging risk in the commodities market, did not draw to
patent eligible subject matter.”
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The Test (42)

= (1) determine if the claim at issue is directed toward an
abstract idea; and

= (2) examine the elements of the claim to determine
whether it contains an “inventive concept” sufficient to
transform the abstract idea into a patent-eligible
application.
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The Problem

= Justice Thomas's statement—"In any event, we need
not labor to delimit the precise contours of the 'abstract
ideas’ category in this case. It is enough to recognize that
there is no meaningful distinction between the concept of
risk hedging in Bilski and the concept of intermediated
settlement at issue here. Both are squarely within the
realm of 'abstract ideas’ as we have used that term.”



I M Y univerzita

PRAVNICKA
FAKULTA
lasarykova

Dusledky

Professor Duffy: "[T]he Supreme Court has been
remarkably resistant to providing clear guidance in this
area, and this case continues that trend.”

Source: http://www.scotusblog.com/2014/06/opinion-
analysis-the-uncertain-expansion-of-judge-made-
exceptions-to-patentability/
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Federal Circuit Judge William Curtis Bryson (Loyalty v. American
Airlines):

In short, such patents, although frequently dressed up in the argot of
invention, simply describe a problem, announce purely functional
steps that purport to solve the problem, and recite standard
computer operations to perform some of those steps. The principal
flaw in these patents is that they do not contain an ‘inventive
concept” that solves practical problems and ensures that the patent
is directed to something “significantly more than” the ineligible
abstract idea itself. See CLS Bank, 134 S. Ct. at 2355, 2357; Mayo,
132 S. Ct. at 1294. As such, they represent little more than
functional descriptions of objectives, rather than inventive
solutions. In addition, because they describe the claimed methods
in functional terms, they preempt any subsequent specific solutions
to the problem at issue. See CLS Bank, 134 S. Ct. at 2354; Mayo,
132 S. Ct. at 1301-02. It is for those reasons that the Supreme Court
has characterized such patents as claiming “abstract ideas” and has
held that they are not directed to patentable subject matter
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IRL

= PETER WOLF v. CAPSTONE PHOTOGRAPHY, INC.,
ET AL.

= 28.10.2014 ©

= “Thus, the Court finds that all three of the patents in suit
are directed to patent- ineligible abstract ideas, and lack
an inventive concept that would make them patent-
eligible applications of those ideas.”

= http://www.google.com/patents/US6985875




App developers withdraw from US as
patent fears reach 'tipping point’

Growth in US software patent lawsuits means independent
developers are turning away from it as a place to do business -
as Indian software company sends warning to tech giants
(updated)

Charles Arthur
theguardian.com, Friday 15 July 2011 19.27 BST

Dopad
’softwarovych
patentl” v USA
na EU

British app developers are withdrawing products from US app stores because of fears
over patent lawsuits. Photograph: Sergey Ponomarev/AP



